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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . Claims 1 , 7-8 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Parentheses in the claims are indefinite. 

If Weender analysis is intended to further limit the claim, then it should be 
presented as part of the claim in a manner that renders the claim definite. 



Claim Rejections - 35 USC § 102/Claim Rejections - 35 USC §103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 



(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
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granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

2. Claims 1-3 and 7, and 4-6, 8-10 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Jacobsen 
etal. (US Patent 5391371). 

The reference shows, at Example 1 , an animal feed additive that is 
granulated and includes cellulose of the type claimed. This rejection is being made both 
statutes because even though the reference does not teach the swelling capacity and 
the water-holding capacity, these physical characteristics are either inherent or 
rendered obvious. Furthermore, the burden is being shifted to applicant to show that 
these characteristics are not part of the reference cellulose because the Office does not 
have the resources to measure such characteristics of the prior art product by the 
Weender analytical method. As for the limitation comparing animal food containing the 
additive with animal food not containing the additive, the latter being in the stomach 
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longer, the claims herein are drawn to product claims and since applicant has chosen to 
describe his product with such characteristics that cannot be compared with prior art 
products, because the Office does not have the ability to do so, the burden is being 
shifted to applicant to make that comparison with that of prior art. See In re Brown, 459 
F.2d 531,535,173 USPQ 685, 688 (CCPA 1972) 

As for claims 4-6 and 8-10, the patent then shows adding the additive to a fodder 
composition. Since the Arbocel is 2 kgs in a 20 kg granulate and 2 kgs of the granulate 
is added to 10 kgs of fodder, then claim 5 is met. Note too that a pelleted fodder is 
disclosed containing the granulate, at col. 4, line 57. 

With regard to the additive being for an animal that is pregnant, lactating etc., this 
is use terminology which has no patentable weight in a product/composition claim. See 
In re Zierden, 162 USPQ 102, In re Jones, 50 USPQ 48, In re Spada, 15 USPQ 2d, 
1655, In re Thuau 57 USPQ 324. 

3. Claims 1-3 and 7 and 4-6, 8-10 are rejected under 35 U.S.C. 102(e) 
as anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over 
Henriksen et al. (US Patent 6610519). 

The reference shows, at Example 3, an animal feed additive that is 
granulated and includes cellulose of the type claimed. This rejection is being made both 
statutes because even though the reference does not teach the swelling capacity and 
the water-holding capacity, these physical characteristics are either inherent or 
rendered obvious. Furthermore, the burden is being shifted to applicant to show that 
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these characteristics are not part of the reference cellulose because the Office does not 
have the resources to measure such characteristics of the prior art product by the 
Weender analytical method. As for the limitation comparing animal food containing the 
additive with animal food not containing the additive, the latter being in the stomach 
longer, the claims herein are drawn to product claims and since applicant has chosen to 
describe his product with such characteristics that cannot be compared with prior art 
products, because the Office does not have the ability to do so, the burden is being 
shifted to applicant to make that comparison with that of prior art. See In re Brown, 459 
F.2d 531,535,173 USPQ 685, 688 (CCPA 1972) 

As for claims 4-6 and 8-10, the patent then shows adding the additive to a feed 
composition and then being pelleted, at Example 5. Amounts calculated based on the 
ingredients given therein coincide with those claimed herein. 

With regard to the additive being for an animal that is pregnant, lactating etc., this 
is use terminology which has no patentable weight in a product/composition claim. See 
In re Zierden, 162 USPQ 102, In re Jones, 50 USPQ 48, In re Spada, 15 USPQ 2d, 
1655, In re Thuau 57 USPQ 324. 

4. Claims 1-2, 4-5 and 8 are rejected under 35 U.S.C. 102(e) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Backers (US Pub 
2004/0047897). 

The reference shows, at page 2, col. 2, and page 3, col. 1 , an animal feed 
additive that includes cellulose of the type claimed. This rejection is being made both 
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statutes because even though the reference does not teach the swelling capacity and 
the water-holding capacity, these physical characteristics are either inherent or 
rendered obvious. Furthermore, the burden is being shifted to applicant to show that 
these characteristics are not part of the reference cellulose because the Office does not 
have the resources to measure such characteristics of the prior art product by the 
Weender analytical method. As for the limitation comparing animal food containing the 
additive with animal food not containing the additive, the latter being in the stomach 
longer, the claims herein are drawn to product claims and since applicant has chosen to 
describe his product with such characteristics that cannot be compared with prior art 
products, because the Office does not have the ability to do so, the burden is being 
shifted to applicant to make that comparison with that of prior art. See In re Brown, 459 
F.2d 531,535,173 USPQ 685, 688 (CCPA 1972) 
As for claim 5, see claim 1 1 . 

With regard to the additive being for an animal that is pregnant, lactating etc., this 
is use terminology which has no patentable weight in a product/composition claim. See 
In re Zierden, 162 USPQ 102, In re Jones, 50 USPQ 48, In re Spada, 15 USPQ 2d, 
1655, In re Thuau 57 USPQ 324. 

5. Claims 3, 6-7 and 9-1 0 rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Backers in view of De Lima et al. (US Patent 6403549) and 
Jorgensen et al. (US Patent 6924133). 
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The primary reference is as discussed above, but it does not describe the 
composition being compacted. The secondary references describe compositions that 
can be compacted to granular forms and such granules being used as animal feed. The 
compositions contain the same or similar cellulose. See col. 13, line 41, col. 16, line 58 
and Example 8 in '549 and col. 9, lines 13-31, col. 15, lines 12 and 33 in '133. 
Additionally, the '133 patent teaches forming pellets from their composition at col. 13, 
lines 1-8 and the De Lima patent does the same at Example 27. To incorporate such 
compacting/granulating/extrusion to form pellets in the Backers reference would have 
been obvious to one of ordinary skill in the art for the benefits that granules bring, which 
is ease of shipping and handling. Note too that animal feeds and fish feed is generally 
provided in the form of pellets and granules. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. Sayala, whose telephone number is (571) 272-1405. 
The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
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have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/C. SAYALA/ 

Primary Examiner, Art Unit 1794 



